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EXAMINER'S ANSWER 



This is in response to the appeal brief filed March 26, 2007 appealing from the Office 
action mailed June 26, 2006. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is incorrect. Appellantomitted pending claim 62. Therefore, 
claims 1-22, 41-60, 62, and 64-65 are currently pending. 

(4) Status of Amendments After Final 
No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter, beginning on page 4 of the Appeal Brief, 
is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 



2003/0212611 



BARROTT et. al. 



11-2003 



2005/0204300 



MINDRUM 



9-2005 



Gilliam, Carey, "Funerals with Themes Coming Soon", Seattle Times, November 3, 
1999 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 , 4-16, 41-53, 60, 62, 64 and 65 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Barrott et al (US 2003/0212611) (hereinafter referred to as 
Barrott) in view of Gilliam, Carey, Funerals with Themes Coming Soon published in the 
Seattle Times on November 3, 1999 (hereinafter referred to as Gilliam). 

Referring to Claims 1 and 60: 

Barrott discloses a method of assisting a loved one of a deceased in planning a 
funeral or other service which memorializes the deceased, the method comprising: 



Claim Rejections - 35 USC § 103 
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querying one with a query selected from a predetermined plurality of queries as 
to aspects of the life of the deceased ([001 3] the family advisor system guides the user 
through a series of questions with choices to determine which services are of 
interest to the individual; [0015] a computer application running on the computer 
presents to a user a selectable options page for funeral arrangements, which provide 
various user selectable actions; the user can select these options or choices; after 
selecting an option regarding the type funeral arrangement generally interested in, the 
user is then guided through additional selectable option pages): 

based on the responses to the query, asking a plurality of questions related to 
the query to elicit responses ([0006] a computerized family advising system and method 
for making funeral arrangements wherein a user is guided through a series of interactive 
electronic multi-media pages in order to make decisions on the proper funeral services 
and products desired [0010] the system is configured to guide the user through the 
funeral planning process; [0015] after selecting an option regarding the type funeral 
arrangement generally interested in, the user is then guided through additional 
selectable option pages)] 

using a computer to execute a computer program configured to process the 
responses to enable the selection (Figure 1 and Figures 15-17; [0013] after viewing 
and selecting, the system filter the available products and services using the user's 
selected choices to provide the user with a list meeting the individual's specification] 
[0015] the additional selectable option pages are design[ed] to provide 
information on the available funeral services and products and to enable the user 
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to narrow down a selection of available services and products, thereby allowing 
the user to choose those services and products that meet the user's needs) 

Barrott does not disclose the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme, (vignette as defined by appellantis a 
memorial scene or stage set complete with memorial items - page 8, lines 8-10 or 
specification). 

However, Gillam discloses the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme (Gilliam Funerals with Themes, 
personalized, theme-oriented events; themed funerals and memorials; release of 
butterflies for a young girl; cowboy-motif casket decorated with rope and spurs and 
horseshoes as handles (page 1); souvenir styled funeral programs such as a golf ball 
emblazoned with a deceased avid golfer's vital statistics (page 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the funeral advising system and method of Barrott the 
themed funerals and memorials of Gillam so as to provide consumers with a more 
meaningful experience when burying a loved one. 

Referring to Claim 62: 

Barrott discloses a method of assisting a loved one of a deceased in planning a 
funeral or other service which memorializes the deceased, the method comprising: 
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querying one with a query selected from a predetermined plurality of queries as 
to aspects of the life of the deceased ([0013] toe family advisor system guides the user 
through a series of questions with choices to determine which services are of 
interest to the individual; [0015] a computer application running on the computer 
presents to a user a selectable options page for funeral arrangements, which provide 
various user selectable actions; the user can select these options or choices; after 
selecting an option regarding the type funeral arrangement generally interested in, the 
user is then guided through additional selectable option pages)] 

based on the responses to the query, asking a plurality of questions related to 
the query to elicit responses ([0006] a computerized family advising system and method 
for making funeral arrangements wherein a user is guided through a series of interactive 
electronic multi-media pages in order to make decisions on the proper funeral services 
and products desired [0010] the system is configured to guide the user through the 
funeral planning process; [0015] after selecting an option regarding the type funeral 
arrangement generally interested in, the user is then guided through additional 
selectable option pages)] 

querying one with queries ([0015] after selecting an option regarding the type 
funeral arrangement generally interested in, the user is then guided through additional 
selectable option pages)] 

based on responses, asking a plurality of questions related to elicit responses 
(([0006] a computerized family advising system and method for making funeral 
arrangements wherein a user is guided through a series of interactive electronic multh 
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media pages in order to make decisions on the proper funeral services and products 
desired [001 0] the system is configured to guide the user through the funeral planning 
process; [0015] after selecting an option regarding the type funeral arrangement 
generally interested in, the user is then guided through additional selectable 
option pages), 

using a computer to execute a computer program configured to process the 
responses to enable a selection (Figure 1 and Figures 15-17; [0013] after viewing and 
selecting, the system filter the available products and services using the user's selected 
choices to provide the user with a list meeting the individual's specification] [001 5] the 
additional selectable option pages are design[ed] to provide information on the 
available funeral services and products and to enable the user to narrow down a 
selection of available services and products, thereby allowing the user to choose 
those services and products that meet the user's needs) 

Barrott does not disclose the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme, (vignette as defined by appellantis a 
memorial scene or stage set complete with memorial items - page 8, lines 8-10 or 
specification). 

However, Gillam discloses the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme (Gilliam Funerals with Themes-, 
personalized, theme-oriented events; themed funerals and memorials; release of 
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butterflies for a young girl; cowboy-motif casket decorated with rope and spurs and 
horseshoes as handles (page 1); souvenir styled funeral programs such as a golf ball 
emblazoned with a deceased avid golfer's vital statistics (page 2)). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the funeral advising system and method of Barrott the 
themed funerals and memorials of Gillam so as to provide consumers with a more 
meaningful experience when burying a loved one. 

Referring to Claim 64: 

Barrott discloses a method of assisting a loved one of a deceased in planning a 
funeral or other service which memorializes the deceased, the method comprising: 

determining a plurality of queries to understand various aspects of the life of a 
deceased (Figure 4; [001 3] the family advisor system guides the user through a 
series of questions with choices to determine which services are of interest to the 
individual; [0015] a computer application running on the computer presents to a user a 
selectable options page for funeral arrangements, which provide various user selectable 
actions; the user can select these options or choices; after selecting an option 
regarding the type funeral arrangement generally interested in, the user is then guided 
through additional selectable option pages; [0068] on this page the user is prompted to 
complete a number of questions by selecting radio buttons)] 

determining a plurality of question for each of the plurality of queries ([0013] the 
family advisor system guides the user through a series of questions with choices 
to determine which services are of interest to the individual; [0015] a computer 
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application running on the computer presents to a user a selectable options page for 
funeral arrangements, which provide various user selectable actions; the user can 
select these options or choices; after selecting an option regarding the type funeral 
arrangement generally interested in, the user is then guided through additional 
selectable option pages; [0068] on this page the user is prompted to complete a 
number of questions by selecting radio buttons)] 

asking a plurality of questions related to one of the plurality of queries to elicit 
responses from the loved one ([0013] the family advisor system guides the user 
through a series of questions with choices to determine which services are of 
interest to the individual; [0015] a computer application running on the computer 
presents to a user a selectable options page for funeral arrangements, which provide 
various user selectable actions; the user can select these options or choices; after 
selecting an option regarding the type funeral arrangement generally interested in, the 
user is then guided through additional selectable option pages): and 

using a computer to execute a computer program configured to process the 
responses to enable a selection (Figure 1 and Figures 15-17; [0013] after viewing and 
selecting, the system filter the available products and services using the user's selected 
choices to provide the user with a list meeting the individual's specification] [0015] the 
additional selectable option pages are design[ed] to provide information on the 
available funeral services and products and to enable the user to narrow down a 
selection of available services and products, thereby allowing the user to choose 
those services and products that meet the user's needs) 
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Barrott does not disclose the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme, (vignette as defined by appellantis a 
memorial scene or stage set complete with memorial items - page 8, lines 8-10 or 
specification). 

However, Gillam discloses the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme (Gilliam Funerals with Themes, 
personalized, theme-oriented events; themed funerals and memorials; release of 
butterflies for a young girl; cowboy-motif casket decorated with rope and spurs and 
horseshoes as handles (page 1); souvenir styled funeral programs such as a golf ball 
emblazoned with a deceased avid golfer's vital statistics (page 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the funeral advising system and method of Barrott the 
themed funerals and memorials of Gillam so as to provide consumers with a more 
meaningful experience when burying a loved one. 

Referring to Claim 65: 

Barrott discloses a method of assisting a loved one of a deceased in planning a 
funeral or other service which memorializes the deceased, the method comprising: 

providing a plurality of question for each of the plurality of queries (Figure 4; 
[0013] the family advisor system guides the user through a series of questions with 
choices to determine which services are of interest to the individual; [0015] a 
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computer application running on the computer presents to a user a selectable options 
page for funeral arrangements, which provide various user selectable actions; the user 
can select these options or choices; after selecting an option regarding the type funeral 
arrangement generally interested in, the user is then guided through additional 
selectable option pages; [0068] on this page the user is prompted to complete a 
number of questions by selecting radio buttons)] 

asking a plurality of questions related to one of the plurality of queries to elicit 
responses from the loved one ([0013] the family advisor system guides the user 
through a series of questions with choices to determine which services are of 
interest to the individual; [0015] a computer application running on the computer 
presents to a user a selectable options page for funeral arrangements, which provide 
various user selectable actions; the user can select these options or choices; after 
selecting an option regarding the type funeral arrangement generally interested in, the 
user is then guided through additional selectable option pages; [0068] on this page the 
user is prompted to complete a number of questions by selecting radio buttons)] and 

using a computer to execute a computer program configured to process the 
responses to enable a selection (Figure 1 and Figures 15-17; [0013] after viewing and 
selecting, the system filter the available products and services using the user's selected 
choices to provide the user with a list meeting the individual's specification] [0015] the 
additional selectable option pages are design[ed] to provide information on the 
available funeral services and products and to enable the user to narrow down a 
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selection of available services and products, thereby allowing the user to choose 
those services and products that meet the user's needs) 

Barrott does not disclose the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme, (vignette as defined by appellantis a 
memorial scene or stage set complete with memorial items - page 8, lines 8-10 or 
specification). 

However, Gillam discloses the selection of a theme for a vignette to be 
incorporated into the funeral or other services wherein the vignette discloses one or 
more memorial items associated with the theme (Gilliam Funerals with Themes, 
personalized, theme-oriented events; themed funerals and memorials; release of 
butterflies for a young girl; cowboy-motif casket decorated with rope and spurs and 
horseshoes as handles (page 1); souvenir styled funeral programs such as a golf ball 
emblazoned with a deceased avid golfer's vital statistics (page 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the funeral advising system and method of Barrott the 
themed funerals and memorials of Gillam so as to provide consumers with a more 
meaningful experience when burying a loved one). 

Referring to Claims 4-6 and 41-43: 

Gillam discloses wherein the vignette theme is designed around the lifestyle of 
the deceased, the vocation of the deceased or the avocation of the deceased (page 2 a 
souvenir styled funeral program such as a golf ball emblazoned with a deceased avid 
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golfer's vital statistics; "Fairway to Heaven" coffin golf course design, the "Cowboy" 
western style or the "Groovy Casket" that features a psychedelic pattern) 
Referring to Claims 7 and 44: 

Gillam discloses wherein the vignette theme is one selection from the group 
consisting of military service, gardening, farming, hunting, fishing, sports, or music (Golf 
(sports) a souvenir styled funeral program such as a golf ball emblazoned with a 
deceased avid golfer's vital statistics; "Fairway to Heaven" coffin golf course design 
(page 2)). 

Referring to Claims 8-16 and 45-53: 

Gillam discloses wherein the menu of memorial items includes memorial 
products and wherein the memorial products include a plurality of casket designs 
(Caskets By Design recently introduced a line of 15 "theme" caskets, page 2) 

Claim Rejections - 35 USC § 103 

Claims 2, 3, 17-22 and 54-59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barrott and Gillam as applied to claim 1 above, and further in view of 
Mindrum (US 6,340,978) (hereinafter referred to as Mindrum). 

Referring to Claims 2 and 3: 

Barrott and Gilliam disclose the invention as set forth in claim 1 . Barrott 
discloses a system that guides the user through a series of questions and filling in 
biographical information (Figure 15 (312)0. Barrott and Gilliam do not explicitly 
disclose wherein the queries posed to the loved one include at least one of the queries 
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from a group consisting of or comprising how did the deceased live, whom did the 
deceased love, what made the deceased laugh, what did the deceased learn, what 
legacy did the deceased leave. 

However, Mindrum discloses where the queries posed to the loved one include at 
least one of the queries from a group consisting of, or comprising, how did the 
deceased live {Figures 4, 15), whom did the deceased love (Figure 14 Family), what 
made the deceased laugh, what did the deceased learn (Figure 16 Education 
Questionnaire), what legacy did the deceased leave (Figure 13 Legacy) (col. 3, lines 37- 
41 using software and computer related hardware, one may produce a detailed, 
chronological history and background of a life, complete with pictures, important 
documents, completed personal information questionnaires, audio and video clips; all 
information will be collected using easy to follow instruction materials). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate into the themed funeral and advising method and system of 
Gillam and Barrott the personalized questions of Mindrum to aid in presenting the life 
story of the deceased individual. 

Referring to Claims 17-22 and 54-59: 

Mindrum discloses wherein the memorial products include a plurality of floral 
display designs or personal items of the deceased (Figure 16 New York Marathon 
Certificate) or photos of the deceased (Figures 14 (190) and 15 photo) or personal 
effects of the deceased or keepsakes of the deceased (Figure 18 Video and Figure 20). 
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Furthermore, the Examiner takes Official Notice that it is old and well known to 
provide floral designs, personal items and photographs of the deceased at the viewing 
or memorial. Flowers have been a part of funerals for generations. Families often 
provide stands with the favorite hats of an individual at viewings, as a friend of the 
Examiner did at her mother's funeral, and photographs on a board of the individual at 
various stages of the person's life, as the Examiner did at her mother's funeral. 

Therefore, it would have been obvious to one of ordinary skill in the art to 
incorporate these items into the themed funeral and advising system and method of 
Barrott and Gillam so as to allow family members and friends to remember the 
deceased person for the life they lived and the person they were, their friends, family, 
hobbies and lifestyle. 

(10) Response to Argument 

A. The rejection of claims 1, 4-16, 41-53, 60, 62, and 64-65 under 35 U.S.C. 103(a) 
as being unpatentable over Barrott in view of Gilliam 

NOTE: vignette as defined by appellantis a memorial scene or stage set 
complete with memorial items - page 8, lines 8-10 or specification 

Appellant's first argument is that the Examiner has filed to establish a prima facie 
case of obviousness as to claims 1 , 4-16, 41-53, 60, 62, and 64-65. 

The Examiner respectfully disagrees with this assertion. In response to 
applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or 



Application/Control Number: 10/682,665 Page 16 

Art Unit: 3629 

modifying the teachings of the prior art to produce the claimed invention where there is 

some teaching, suggestion, or motivation to do so found either in the references 

themselves or in the knowledge generally available to one of ordinary skill in the art. 

See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 

F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation is found in the 

Gilliam reference, page 2, the first 2 lines on that page: 

Consumers want to have a more meaningful experience when burying a loved 
one. 

Thus, the Examiner has met the prima facie showing of obviousness. 

Independent Claim 1 

Appellant's argues that Barrott is focused entirely on product selection and offers 
no guidance to planners with regard to themes, let alone a stored menu of theme- 
related vignettes comprising programmatically linked products. First, the appellant has 
mischaracterized Barrott. Barrott discloses a computer system for assisting in making 
pre-need or at-need funeral services and products [0002]. The system is a 
computerized family advising system and method for making funeral arrangements 
wherein a user is guided through a series of interactive electronic multi-media pages in 
order to make decisions on the proper funeral services and products desired [0006]. 
Barrott discloses that the system guides the user through a series of questions with 
choices and viewing and after selecting, the system filters the available products and 
services using the user's selected choices to provide the user with a list meeting the 
individual's specification [0013]. 
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Appellant states that Gilliam discloses nothing more than the known, manual, 
unsystematic attempts at providing themed memorials. However, Gilliam also discloses 
that themed funerals and memorials were the wave of the future, according to funeral 
industry trend watchers as of November, 1999. 

Appellant states that the combination of Barrott and Gilliam is improper, as there 
is nothing to suggest the combination, and in fact, each teaches away from its 
combination with the other. The Examiner respectfully disagrees with appellant. Barrott 
discloses a computer system for advising and assisting families in making decisions on 
proper funeral services and products desired. Gilliam discloses personalized, theme- 
oriented events, themed funerals and memorials, for example, a release of butterflies 
for a young girl, a cowboy-motif casket decorated with rope and spurs and horseshoes 
as handles, souvenir styled funeral programs such as a golf ball emblazoned with a 
deceased avid golfer's vital statistics. 

Therefore, the Examiner asserts that it would have been obvious to one of 
ordinary skill in the art at the time of the invention to incorporate into the funeral advising 
system and method of Barrott the themed funerals and memorials of Gillam so as to 
provide consumers with a more meaningful experience when burying a loved one. 

In response to appellant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
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the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation 
was taken from Gilliam (page 2, lines 1-2). 

The appellant states that Barrott and Gillam teach away from the combination to 
each other. The Examiner asserts that a reference may be said to teach away when a 
person of ordinary skill, upon reading the reference, would be discouraged from 
following the path set out in the reference, or would be lead in a direction divergent from 
the path that was taken by appellant. A reference will teach away if it suggests that the 
line of development flowing from the reference's disclosure is unlikely to be productive 
of the result sought by the appellant. See In re Gurley (CAFC) 31 USPQ2d 1 1 30 (The 
court has held that a reference may be said to teach away when a person of ordinary 
skill, upon reading the reference, would be discouraged from following the path set out 
in the reference, or would be led in a direction divergent from the path that was taken 
by the appellant. The degree of teaching away will of course depend on the particular 
facts; in general, a reference will teach away if it suggests that the line of development 
flowing from the reference's disclosure is unlikely to be productive of the result sought 
by the appellant. See United States v. Adams, 383 U.S. 39, 52, 148 USPQ479 . 484 
(1966) ("known disadvantages in old devices which would naturally discourage the 
search for new inventions may be taken into account in determining obviousness"); 
W.L Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1550-51, 220 USPQ 303 , 311 
(Fed. Cir. 1983) (the totality of a reference's teachings must be considered), cert, 
denied , 469 U.S. 851 (1984); In re Sponnoble , 405 F. 2d 578, 587, 160 USPQ 237, 
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244 (CCPA 1969) (references taken in combination teach away since they would 
produce a "seemingly inoperative device"); In re Caldwell , 319 F. 2d 254, 256, 138 
USPQ 243 t 245 (CCPA 1963) (reference teaches away if it leaves the impression that 
the product would not have the property sought by the appellant) In re Gurley } 27 F.3d 
551, 554, 31 USPQ2d 1130, 1132 (Fed. Cir. 1994). The court further stated that even 
reading Yamaguchi's description as discouraging use of epoxy for this purpose, Gurley 
asserted no discovery beyond what was known to the art.) 

The Examiner asserts that a person of ordinary skill, upon reading the 
references, would not be discouraged from following the path set out in the references 
or would be led in a direction divergent from the path that was taken by Barrott in view 
of Gilliam. The Examiner submits that there is nothing in Barrott or Gillam that 
discourages Barrott from incorporating themed funerals and products into Barrott's 
family advising system and method. The Examiner submits that there is no language in 
Gillam or Barrott that teaches away from the combination. Omission of a teaching is not 
teaching away as is set forth by the CAFC in Dystar Textilfarben GMBH & CO 
Deutschland KG v. C.H. Patrick CO., and Bann Quimica LTDA (Fed Cir, 06-1088, 
10/3/2006). 

Furthermore, the court held in Dystar Textilfarben GMBH & CO Deutschland KG 

v. C.H. Patrick CO., and Bann Quimica LTDA (Fed Cir, 06-1088, 10/3/2006): 

We must determine "if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains." 35 U.S.C. § 103(a). We thus 
consider whether a person of ordinary skill in the art would have been motivated 
to combine the prior art to achieve the claimed invention and whether there 
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would have been a reasonable expectation of success in doing so. Brown & 
Williamson Tobacco Corp. v. Philip Morris, Inc. , 229 F.3d 1120, 1124 (Fed. Cir. 
2000). 

Underpinning this legal inquiry are four groups of factual findings, which, in a jury 
trial, we review for substantial evidence. Richardson-Vicks , 122 F.3d at 1479. 
Following the 1952 enactment of § 103, the Supreme Court explained that 
obviousness depends on (1) the scope and content of the prior art; (2) the 
differences between the claimed invention and the prior art; (3) the level of 
ordinary skill in the art; and (4) any relevant secondary considerations, including 
commercial success, long felt but unsolved needs, and failure of others. Graham 
v. John Deere Co. , 383 U.S. 1, 17 (1966). 

The Examiner notes that the appellant has provided no relevant secondary 
considerations to support a conclusion of nonobviousness. 

Further, the Examiner asserts that the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole have 
been obvious at the time the invention was made to a person having ordinary skill in the 
art. As set forth in Dystar, an implicit motivation to combine exists not only when a 
suggestion may be gleaned from the prior art as a whole, but when the "improvement" 
is technology-independent and the combination of references results in a product or 
process that is more desirable, for example because it is stronger, cheaper, cleaner, 
faster, lighter, smaller, more durable, or more efficient. Because the desire to enhance 
commercial opportunities by improving a product or process is universal-and even 
common-sensical -- there exists in these situations a motivation to combine prior art 
references even absent any hint of suggestion in the references themselves. In such 
situations, the proper question is whether the ordinary artisan possesses knowledge 
and skills rendering him capable of combining the prior art references. 
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The Examiner asserts that one of ordinary skill in the art would have been 
motivated to combine Barrott's family advising system and method for making funeral 
arrangements with themed funerals and themed funeral products, so that consumers 
can have a more meaningful experience when burying a loved one by having themed 
funerals and memorials. The Examiner asserts that there is proper motivation and that 
the motivation to combine the references was found both in the common knowledge and 
common sense generally available to a person of ordinary skill in the art and from the 
reference itself. 

Thus, the Examiner asserts that a prima facie case of obviousness has been 
established. The Examiner has meet the three basic criteria. There is some suggestion 
or motivation found in the reference and in the knowledge generally available to one of 
ordinary skill in the art to modify or combine the reference teachings. Secondly, the 
Examiner asserts that there is a reasonable expectation of success since Gillam 
discloses that themed funerals and memorials are the wave of the future. And finally, 
the prior art references when combined, teach or suggest all the claim limitations. 

In response to appellant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the appellant's disclosure, such a 
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reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Appellant statement that the only suggestion or reason for combining the 
teachings of the prior art is found in the applicant's present application is incorrect. The 
Examiner directs the appellant to Gillam (page 2, lines 1-2). 

Appellant states on page 1 5 of the Appeal Brief that the appellant rightfully ask 
where in the record is the evidence of motivation to combine the references. The 
Examiner again directs the appellant to Gillam (page 2, lines 1-2). 

Appellant states on page 17, that even if the references where combinable, 
appellant maintains that they do not suggest, among other features, systematic 
questions and queries about the deceased's life designed to elicit responses recognized 
by a computer that automatically selects a theme. Appellant states that Barrott does not 
suggest prompting responses recognized by a computer that regard the deceased's life. 
The Examiner respectfully disagrees with this assertion, Barrott discloses a 
computerized family advising system and method for making funeral arrangements 
wherein a user is guided through a series of interactive electronic multi-media pages in 
order to make decisions on the proper funeral services and products desired [0006]. 
Barrott discloses a system that guides the user through a series of questions with 
choices and after viewing and selecting, the system filters the available products and 
services using the user's selected choices to provide the user with a list meeting the 
individual's specification [0013]. 
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The appellant states that Barrott does not contemplate theme-related planning 
and Gillam fails to disclose the asking of question prompting responses. 

In response to appellant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 R2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

The Examiner asserts that Barrott in combination with Gillam discloses 
processing responses to select a theme and vignette. 
Dependent Claims 4-16 

Appellant states that claims 4-16 are not argued separately. 
Independent Claim 60 

Appellant states that Barrott suggests no user queries or products relating to 
themes and/or vignettes. Appellant states that Barrott is focused entirely on product 
selection and offers no guidance to planners with regard to themes, let alone a stored 
menu of theme-related vignettes comprising programmatically linked products. 
Appellant further states that Gillam discloses nothing more than the known, manual and 
unsystematic attempts at providing themed funerals. In response to appellant's 
arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 
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The Examiner asserts that Barrott in combination with Gillam discloses a 
computerized family advising system and method for assisting a user via a series of 
interactive questions to make decisions on proper funeral services and products desire, 
including themed funerals, or theme-related vignettes. 

The appellant again states that there is no suggestion to combine. In response 
to applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation is found in 
Gillam (page 2, lines 1-2). 

Appellant argues that Barrott and Gillam teach away from a combination with 
each other. The Examiner asserts that a reference may be said to teach away when a 
person of ordinary skill, upon reading the reference, would be discouraged from 
following the path set out in the reference, or would be lead in a direction divergent from 
the path that was taken by appellant. A reference will teach away if it suggests that the 
line of development flowing from the reference's disclosure is unlikely to be productive 
of the result sought by the appellant. See In re Gurley (CAFC) 31 USPQ2d 1 1 30. The 
Examiner submits that there is nothing in Barrott or Gillam that discourages Barrott from 
incorporating themed funerals and products into Barrott's family advising system and 
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method. The Examiner submits that there is no language in Gillam or Barrott that 
teaches away from the combination. Omission of a teaching is not teaching away as is 
set forth by the CAFC in Dystar Textilfarben GMBH & CO Deutschland KG v. C.H. 
Patrick CO., and Bann Quimica LTDA (Fed Cir, 06-1088, 10/3/2006) 
Dependent Claims 41-59 

The appellant has not argued these claims separately. 
Independent Claim 62 

The appellant states that claim 62 is not rendered obvious over the cited prior art 
for substantially the same reasons as discussed in connection with claim 1. Therefore, 
the Examiner directs the Board to the discussion as to claim 1 for claim 62. 

Independent Claim 64 

The appellant states that claim 64 is not rendered obvious over the cited prior art 
for substantially the same reasons as discussed in connection with claim 1. Therefore, 
the Examiner directs the Board to the discussion as to claim 1 for claim 64. 

Independent Claim 65 

The appellant states that claim 65 is not rendered obvious over the cited prior art 
for substantially the same reasons as discussed in connection with claim 1. Therefore, 
the Examiner directs the Board to the discussion as to claim 1 for claim 65. 
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B. The rejection of Claims 2-3, 17-22, and 54-59 under 35 U.S.C. 103(a) as being 
unpatentable over Barrott and Gillam as applied to claims 1 and 60 and further in 
view of Mindrum 



Dependent Claims 2-3 

Claims 2 and 3 are directed to the following: 

2. The method of claim I wherein the queries posed to the loved 
one include at least one of the queries from the group consisting of: 
how did the deceased live; 

whom did the deceased love; 
what made the deceased laugh; 
what did the deceased learn; and 
what legacy did the deceased leave. 

3. The method of claim I wherein the queries posed to the loved 
one comprise: 

how did the deceased live; 
whom did the deceased love; 
what made the deceased laugh; 
what did the deceased learn; and 
what legacy did the deceased leave. 

The Examiner rejected the claims as follows: 

Barrott and Gilliam disclose the invention as set forth in claim 1. Barrott 
discloses a system that guides the user through a series of questions and filling 
in biographical information (Figure 15 (312)). Barrott and Gilliam do not explicitly 
disclose wherein the queries posed to the loved one include at least one of the 
queries from a group consisting of or comprising how did the deceased live, 
whom did the deceased love, what made the deceased laugh, what did the 
deceased learn, what legacy did the deceased leave. 

However, Mindrum discloses where the queries posed to the loved one include at 
least one of the queries from a group comprising, how did the deceased live 
{Figures 4, 15), whom did the deceased love (Figure 14 Family), what made the 
deceased laugh, what did the deceased learn {Figure 16 Education 
Questionnaire), what legacy did the deceased leave (Figure 13 Legacy) (col. 3 } 
lines 31-41 using software and computer related hardware, one may produce a 
detailed, chronological history and background of a life, complete with pictures, 
important documents, completed personal information questionnaires, audio and 
video clips; all information will be collected using easy to follow instruction 
materials). 



Application/Control Number: 10/682,665 Page 27 

Art Unit: 3629 

The Examiner asserts that it would have been obvious to one of ordinary skill in 
the art at the time of the invention to incorporate into the themed funeral and advising 
method and system of Gillam and Barrott the personalized questions of Mindrum to aid 
in presenting the life story of the deceased individual. 

The appellant states that while Mindrum does ask questions of a user, those 
responses are not used to determine a theme or vignette, or even a funeral. Once 
again, in response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Dependent Claims 17-22 and 54-59 

Appellant states that neither Barrott nor Gillam disclose vignettes, let alone 
specific products included in a themed vignette. The Examiner disagrees and directs 
the Board to the discussion as to claim 1. 

Furthermore, applicant's arguments fail to comply with 37 CFR 1.1 11(b) because 
they amount to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes them 
from the references. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submti 




[ Jam pl/looneyham 
\Pr/mary Patent Examiner 
Art Unit 3629 
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